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- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



• Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 



3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [x] Claim(s) U5 is/are pending in the application. 

4a) Of the above claim(s) 4 and 5 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E3 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 12 November 2003 is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Status 



1 )S Responsive to communication(s) filed on 12 November 2003 . 
2a)D This action is FINAL. 2b)E<] This action is non-final. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) Q Notice of Drafts person's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 



4) □ Interview Summary (PTO-413) 



5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



Paper No(s)/Mail Date. 



Paper No(s)/Mail Date 



U.S. Patent and Trademark Office 
PTOt-326 (Rev. 1-04) 
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Art Unit: 3677 

DETAILED ACTION 
Status of Claims 

[1] Claims 4-5 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected method of manufacturing jewelry and method 
of cleaning jewelry, there being no allowable generic or linking claim. Applicant did not 
traverse the (election) requirement in the reply filed on 01/24/05; so therefore, the 
election is treated as an election without traverse. 

The requirement is still deemed proper and is therefore made FINAL. 

s 

Consequently, claims 1t© are pending. 

A 

Drawings 



[2] The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, in Claim 1, the inlaid 
portion of concave shape must be shown [(as stated in the applicant's current 
specification: "Main body 1 1 has an inlaid portion (not shown in the drawing)"]. The 
decorating part should also be shown more in detail. Lastly, in Claim 3, the jewelry item 
in each of its respective settings as listed should be shown or the feature(s) canceled 
from the claim(s). No new matter should be entered. 
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Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Specification 



[3] The abstract of the disclosure is objected to because of grammatical and 
formatting issues saturated throughout the entire abstract. For example, " A main 
body 1 1 of jewelry has inlaid portion of concaved shapes sized tg_a decorating parts 
12. 

Correction is required. See MPEP § 608.01(b). 
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Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. * 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 



[4] The disclosure is objected to because of the following informalities: 

35 U.S.C. 112, first paragraph, requires the specification to be written in "full, 
clear, concise, and exact terms." The specification is replete with terms, which are not 
clear, concise and exact. The specification should be revised carefully in order to 
comply with 35 U.S.C. 112, first paragraph. Examples of some unclear, inexact or 
verbose terms used in the specification are: in the first sentence of the specification, 
"...which is more particularly to jewelry made of copper alloy," contains a tense issue 
that would be resolved by changing the above to: "...particularly to jewelry made of 
copper alloy." Another example, in the first line of the summary of the invention, "The 
inventor of the present invention invented that it is possible to keep 



Appropriate correction is required. 
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Claim Rejections - 35 USC §102 

[5] The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

[6] Claims 1-3 are rejected under 35 U.S.C. 102(b) as clearly anticipated by West, 
US- 6,062,045 because the invention was patented or described in a printed publication 
in this or a foreign country, or in public use or on sale in this country more than one (1) 
year prior to the application for patent in the United States. 
West teaches of wear resistance jewelry. 

As for Claim 1, West teaches of jewelry comprising a main body (20 in Fig. 2) 
having inlaid portion of concaved shape (72 in Fig. 8, 82 in Fig. 10, and 114 in Fig. 14), 
and decorating part attached to said inlaid portion, wherein said decorating part is 
composed of copper alloy which contains 6 to 15 weight percentage of copper and 94 to 
85 weight percentage of gold (from part 5, beginning with line 61, "...have a selected 
precious metal and/or other material installed in the groove 22... It will, of course, be 
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appreciated that other forms of materials can be inlaid into the groove 22. For example, 
preformed metal, stone, ceramic, shell or other segments... Preferably, such items will 
be slightly recessed below the surfaces of the facets ..." Continuing, with part 6, line 32, 
"...that can be fabricated or forged into appropriate configurations and fit into the mating 
groove or channel 22. Fluxed or flux free gold or silver soldered compounds varying in 
color and purity between 50% and 99% can be applied on or around desired mating 
surfaces..." Continuing, with part 7, line 16 "...with the sculpted precious metal part 72 
being mounted within a groove 74...). 

(It would also be readily understood and appreciated by those of ordinary skill in 
the art, of the known aptitude to combine varying percentages of different metals for 
purposes of obtaining different color schemes, and utilizing the different physical 
properties of each metal individually as well as the result combined, such as corrosion 
and hardness characteristics of a jewelry item). 

Re: Claim 2, wherein said jewelry are formed in curbed surface at foresaid 
inlaying portion of foresaid decorating part . 

The above claim states a process by product limitation which does not further 
limit the structure of the claimed invention. 

The determination of patentability in a product-by-process claim is based on the 
product itself, even though the claim may be limited and defined by the process. That 
is, the product in such a claim is unpatentable if it is the same as or obvious from the 
product of the prior art, even if the prior product was made by a different process. In re 
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Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985). A product-by-process 
limitation adds no patentable distinction to the claim, and is unpatentable if the claimed 
product is the same as a product of the prior art. A comparison of the recited process 
with the prior art processes does NOT serve to resolve the issue concerning 
patentability of the product. In re Fessman, 489 F2d 742, 180 USPQ 324 (CCPA 1974). 
Whether a product is patentable depends on whether it is known in the art or it is 
obvious, and is not governed by whether the process by which it is made is patentable. 
In re Klug, 333 F.2d 905, 142 USPQ 161 (CCPA 1964). In an ex parte case, product by 
process claims are not construed as being limited to the product formed by the specific 
process recited. In re Hirao et ai, 535 F.2d 67, 190 USPQ 15, see footnote 

Re: Claim 3, wherein said jewelry is selected from a group of jewelry including 
rings, pendants, necklaces, earrings, cuff buttons, brooches, tie tacks, bangles, buckles, 
chokers, bracelets, watch band and glasses (It would be readily understood and 
appreciated by those of ordinary skill in the art, that a given pattern or composition of 
metals of a jewelry item may be transferred between different mediums as also taught 
by West in part 8, line 55, stating, "Annular rings, earrings and bracelets may also be 
fashioned..."). 
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Conclusion 

[7] The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following patents are cited further to show the state of the art with respect to 
this particular type of Jewelry item; as well as their extreme relevance to the current 
application as many read extensively onto the claimed invention: Bogner et al., 
4,195,493; Kretchmer, 5,188,679; Nakamura, 5,752,395; Holzer, 4,987,038; West, US 
2004/0020242; Gefen, 6,701,618; Caldow, Des. 337,543; Cain, 1,586,606; Matano, US 
2003/0188548; Masubuchi, 6,708,524; Engel, 5,857,512; Keenan, 6,851,278. 
[8] Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David C. Reese whose telephone number is 703-305- 
4805. The examiner can normally be reached on 7:30 am - 5:00 pm M-Th, and every 
other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J.J. Swann can be reached on (703) 306-4115. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Sincerely, 
David Reese 

Examiner 
Art Unit 3677 




